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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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Claims 2, 6-10 and 14-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Geertman 5213599 in view of Doremus ("Glass Science", page 102) 

See col. 2, lines 3-4 and line 40 of Geertman. Geertman does not disclose the 
composition of the glass, however at col. 2, lines 3-5, Geertman discloses the inclusion 
of alkali and/or alkaline earth ions in the tube glass. As per Doremus, sodium and 
aluminum are commonly found ingredients in "Important Commercial Silicate Glasses". 
Thus one of ordinary skill, when reading the Geertman reference would immediately 
envision the use of sodium aluminosilicate glass. Thus aluminosilicates were formed. 

Examiner notes neither the term "alumosilicates" nor how they were created is 
described in the present application. As far as Examiner can tell from the Internet, 
some consider "alumosilicate" to be the AISi04 anion, others consider it to be a 
misspelling of "aluminosilicate". Examiner finds that the broadest reasonable 
interpretation of the term "sodium alumosilicate", encompasses any glass having silica, 
aluminum and sodium. 

As to claim 6: See col. 4, line 5. It would have been obvious to have the 
contacting time be more than a second and less than an hour, depending upon how 
much tubing is needed. For example if only 1 000 meters were needed, it would have 
been obvious to run the process for only 200 seconds. 

Claim 7: as chloride, it would have been obvious to use the amount necessary to 
get the desired effect. Finding the optimal concentration is an obvious matter of routine 
experimentation. It is well understood that concentration of reactant is a near-universal 
result-effective variable. As to the sample temperatures: the claim does not explicitly 
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require either, thus it is deemed that the broadest reasonable interpretation is : if there 
is a lower sample temperature, then it is limited.... But since Geertman does not 
disclose any sampling, Geertman has no sample temperatures. 

Claim 8, it is clear that the compound has the temperature at least at one 
location. 

Claim 9 is clearly met. 

Claim 10: Geertman's heat treatment is disclosed at col. 2, lines 29-30 and 61- 

62. 

Claims 1 4-1 6 are met for the reasons given above. 

Claim 17: it is deemed that a tube is a container. Claims 18-23 are met in as 
much as applicant's invention meets them. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 2, 6-10 and 14-2318- 23 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 
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There is nothing the specification as filed that reasonably suggests that the 
inventors had possession of the claimed subject matter of claims 1 8-23. Whereas 
page 2, lines 4-7 indicate that the alumosilicates have a resistance, there is no 
indication that it is "within said glass surface area". The plain reading is that the 
"thermally stable surface layers" have a resistance at the surface area, and the 
alumosilicates (i.e. the glass beneath) has as resistance in its location (i.e. beneath the 
surface). One of ordinary skill It is clear from [0012] and figure 3 that sodium 
alumosilicate was the glass. 

There is no support for the sodium being bound "to" the modified structure. The 
last line of [0003] clearly states that it is bound "in" the structure. That is, it is an integral 
part of the structure. 

There is no support for the limitation that the "glass surface area has an 
aluminum modified structure". The only mention of 'structure' is at [0003], and there is 
no reasonable indication as to what that structure is. It isn't reasonably the "layers" 
because they are not described as a single structure, nor are the "alumosilicates" 
reasonably a single structure. 

There is no support for the new limitation that the compound has the contacting 
volume of claims 2, 1 0 and 1 7. 

There is no support for the claim 6 limitation of bringing the glass into contact 
with AICI compound in combination with claim 2 step of the opposite (contacting the 
compound to the glass. The same for claim 14. 



Application/Control Number: 10/553,011 
Art Unit: 1791 



Page 6 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 2, 6-10 and 14-23 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claims 2 and 10: The term "contacting volume" is indefinite as to what it is. 
See also the prior Office action. 

Claim 6, there is confusing antecedent basis for the "compound(s)" it is unclear if 
they are suppose to be the same as that of claim 2. It is also unclear if the "s" is lined 
through (this problem exists throughout the claims). It is noted that for deletion single 
characters, double brackets should be used. 

Claim 7: IT is unclear what the temperatures are; they are not explained in the 
specification, nor are they art-recognized terms. 

There is confusing antecedent basis for the "surface" for the dependent claims. 
For example, the preamble of claim 2 refers to making a modified glass surface, but line 
3 refers to a starting glass surface. It is unclear which of the surfaces the dependent 
claims refer to. 



Application/Control Number: 1 0/553,01 1 Page 7 

Art Unit: 1791 

Claim 8: there is no antecedent basis for "the temperature". It is unclear whether 
a potential competitor could avoid infringement by having more than one temperature. 



Claim 15: there is no antecedent basis for "the application". 
Claims 18, 20 and 21 : there is confusing antecedent basis for the alumosilicates 
- it is unclear if they are directed to the alumosilicates of the independent claims. The 
term "thermally induced reverse sodium diffusion" in indefinite as to its meaning. 
Examiner could find nothing in the prior art suggesting temperature can induce any 
diffusion in glass, nor any suggestion of what reverse diffusion would be. It is noted 
that diffusion is generally not a reversible process. That is in glasses sodium ions 
generally simply diffuse from an area of high concentration to an area of lower 
concentration. Higher temperatures simply increase their mobility but they don't 
cause/induce anything. One would not be able to reasonably determine how applicant's 
special diffusion is any different from typical sodium diffusion. 

Claims 19, 22 and 23: there is no antecedent basis for "said aluminum-modified 
structure". Thus making it unclear as to whether it is required. 



DETAILED ACTION 

Response to Arguments 
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Applicant's arguments w have been considered but are moot in view of the new 
ground(s) of rejection. 

It is argued that that Examiner ignored an important feature of claim 8. As 
pointed out on page 7, the claim 8 is clearly met. One of ordinary skill in the art would 
immediately understand that Lanes temperatures in Example 2 are within the claimed 
range of claim 8. 225 C is clearly above the lower limit of 1 75 and less than the 600 C 
limitation. 225 C is only 500 C above absolute zero, thus it cannot be more than 600 C 
above any transformation temperature. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Hazdra, Rifqi, Weyl, and Postupack, are cited as being 
cumulative to Geertman. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Hoffmann whose telephone number is (571) 272 
1 191 . The examiner can normally be reached on Monday through Friday, 7:00- 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steve Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

John Hoffmann 
Primary Examiner 
Art Unit 1791 

/John Hoffmann/ 

Primary Examiner, Art Unit 1791 
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